REMARKS 

The application has been reviewed in light of the Non-Final Office Action mailed 
July 8, 2005. At the time of the Non-Final Office Action, claims 1-32 were pending in this 
application. Claims 1-4, 6-12, 14-19, 21-24, 25-28 and 30-32 have been rejected and claims 5, 
13, 20, 25 and 29 have been objected to but indicated to be allowable if rewritten in independent 
form. The Applicants gratefully acknowledge the Examiner's indication that certain claims 
would be allowable. Claims 1-4, 6-8, 14-20 and 26-32 have been canceled without prejudice to 
future prosecution; claims 5, 9, 11-13, 21 and 23-25 have been amended; and claims 33-43 have 
been added. The Applicants respectfully request that the Examiner reconsider the pending 
application in view of the foregoing amendments and remarks herein. 
Claim Objections for formal matters. 

Claims 3-5, 11-13, and 23-25 have been objected to because of a number of 
informalities, including misspelling of the word "esters" and capitalization of certain chemicals. 
Since claims 3 and 4 have been canceled, the objection is now moot as to these claims. The 
remaining claims, namely 5, 11-13, and 23-25 have been amended to correct the formality 
objections. Targon was capitalized because it is a federally registered trademark of Halliburton 
Energy Services, Inc., the assignee of the present application. The claims and specification have 
been amended to reflect this clarification by using the designation TARGON®. Accordingly, the 
objection should now be withdrawn and such action is respectfully requested. 
Rejection Under 35 U.S.C. § 102(b) 

Claims 1, 2, 4, 8, 9, 10, 12, 16, 19, 21, 22, 24, 28, and 30 have been rejected under 
35 U.S.C. § 102(b) as being anticipated by Newlove et al. (US 4,660,645). The Examiner 
reasoned: 
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Newlove et al. disclose a method of preventing contamination of a 
gravel pack (col. 12, lines 28-29) inside a wellbore comprising: placing a 
time-release (col. 3, line 61) scale inhibitor treatment chemical (col. 6, line 
37) in a flow channel that communicates with the gravel pack; C.sub.20- 
C.sub.28 Olefin paraffin inhibitors (col. 6, line 9); sand control device 
(col. 4, line 45); and coating a surface (col. 4, line 6). 

Office Action at 2. As to claims 1, 2, 4, 8, 16, 19, 28 and 30, this rejection is now moot as these 

claims have been canceled. The Applicants respectfully traverse this rejection as to the 

remaining claims. 

Independent claim 9 has been amended to recite a method of preventing 
contamination of a sand control device adapted to be placed inside of a wellbore, comprising the 
step of " mixing a plurality of capsules containing at least one time-release treatment chemical 
with gravel packed within a sand screen ." While Newlove et al. disclose placing polymeric 
beads or bodies downhole with other solids used in gravel packing, it does not teach or suggest 
placing these bodies within the sand screen, as recited in amended claim 9. More specifically, 
Newlove et al. disclose "the placement of the [polymeric] bodies ... at the specific producing 
zone" (col. 12, lines 31-34), which is outside and upstream of the sand screen. Indeed, the goal 
in Newlove et al. is to place the bead in situ in the formation. In contrast, the goal of the present 
invention is to place the treatment chemicals on or within the sand control device, i.e., directly in 
contact with the device being treated not upstream therefrom. Furthermore, Newlove et al. do 
not teach or suggest encapsulating the treatment chemicals, as also now required by amended 
independent claim 9. Accordingly, Newlove et al. fail to teach or suggest the invention as now 
claimed in amended independent claim 9. Furthermore, none of the other cited references of 
record either alone or in combination teach or suggest the invention as now claimed in amended 
independent claim 9. Amended independent claim 9 is therefore believed patentable over the art 
of record. For the same reasons, dependent claims 10 and 12, which depend from amended 
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independent claim 9, are also believed patentable over the art of record. Accordingly, such 
claims should be allowed to proceed to issuance, and such action is respectfully requested. 

Independent claim 21 has been amended to recite a contamination-resistant sand 
control device comprising " a plurality of capsules containing at least one time-release treatment 
chemical mixed with gravel and packed within the sand control device." Independent claim 21 
as amended is believed patentable over Newlove et al. for the same reasons that amended claim 9 
is believed patentable over Newlove et al, namely because Newlove et al. fail to teach or suggest 
encapsulating the at least one time-release treatment chemical or placing the treatment chemical 
within the sand control device. Furthermore, none of the other references of record either alone 
or in combination teach or suggest the invention as now claimed in amended independent claim 
21. Accordingly, amended independent claim 21, and dependent claims 22 and 24, should be 
allowed over the art of record and such action is respectfully solicited. 

Rejections Under 35 U.S.C. § 103(a) 

The Examiner rejected claims 3, 6, 7, 1 1, 14, 15, 23, 26, and 27 under § 103(a) as 

being unpatentable over Newlove et al. in view of Kowalski et al. (U.S. 5,922,652). The 

Examiner stated that in view of Kowalski et al.'s purported teaching of making a scale inhibitor 

from an organic ester and encapsulating the chemical: 

It would have been obvious to a person having ordinary skill in the 
art at the time the invention was made to encapsulate the chemical and use 
an organic ester, as presented by Kowalski et al., in order to extend the 
release of the chemical (Kowalski et al., col. 1, line 41). 

Office Action at 3. As to claims 3, 6-7, 14-15 and 26-27, this rejection is now moot as these 

claims have been canceled. The Applicants respectfully traverse this rejection as to claims 1 1 

and 23. 
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Dependent claim 1 1 depends from amended independent claim 9 and therefore 
incorporates all of its limitations and dependent claim 23 depends from amended independent 
claim 21 and therefore incorporates all of its limitations. Both claims therefore now require, as 
noted above, that the encapsulated treatment chemical be placed in a gravel pack within a sand 
device or sand screen. Neither Newlove et al. nor Kowalski et al. alone or in combination teach 
or suggest such an arrangement. Accordingly, dependent claims 1 1 and 23 are believe patentable 
over the prior art of record for the same reasons that corresponding independent claims 9 and 23 
are believed patentable over the art of record. 

Claims 17-18 and 31-32 have been rejected under § 103(a) as being unpatentable 
over Newlove et al. in view of Constien (U.S. Patent No. 6,394,185). In support of this rejection, 
the Examiner noted that Newlove et al. disclose a method of preventing contamination of a sand 
control device inside a wellbore comprising: placing a time-release scale inhibitor treatment 
chemical and coating a surface but not zinc as a sacrificial metal. Office Action at 4. The 
Examiner further pointed out that Constien describes using zinc in a screen coating (col. 7, line 
26). Id. The Examiner then concluded that "[i]t would have been obvious to a person having 
ordinary skill in the art at the time the invention was made to use zinc in the Newlove et al. 
coating, as described by Constien, in order to degrade plugging material (Constien, col. 7, lines 
22-23)." Id. Since claims 17-18 and 31-32 have been canceled, this rejection is moot as to these 
specific claims. However, new independent claims 33 and 37 are similar in scope albeit 
somewhat broader that corresponding dependent claims 17 and 31, respectively, and therefore 
Applicants advocate the patentability of these new claims in light of these arguments by the 
Examiner. 

New independent claim 33 provides "[a] method of preventing contamination of a 

sand control device adapted to be placed inside of a wellbore, comprising the steps of coating at 
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least one time-release treatment chemical on a surface of the sand control device and applying a 
layer of sacrificial metal over the at least one time-release treatment chemical." And new 
independent claim 37 provides "[a] contamination-resistant sand control device comprising a 
surface coated with at least one time-release treatment chemical and a layer of sacrificial metal 
applied over the at least one time-release treatment chemical." Neither Newlove et al. nor 
Constien alone or in combination teach or suggest both the step of coating the time-release 
treatment chemical on the surface of a sand control device and the step of applying a layer of 
sacrificial metal over the at least one time-release chemical, as required by new independent 
claim 33 or the structure of a surface coated with at least one time-release treatment chemical 
and a layer of sacrificial metal applied over the at least one time-release treatment chemical, as 
required by new independent claim 37. (emphasis added). More specifically, the Examiner's 
reliance on Constien's disclosure of zinc in the coating for well screens is misplaced. Zinc in 
Constien is disclosed as a reactive material to degrade the polymeric materials by oxidation and 
not as a sacrificial metal layer, as in the present invention. (Constien, Col. 7, lines 19-29). 
Indeed, the Applicants have been unable to find any teaching in Constien, Newlove et al. or any 
of the other references of record about providing a sacrificial metal layer over the chemical 
coating. Accordingly, the Applicants believe that new independent claims 33 and 37, and new 
claims 34-36 and 38-40 dependent, respectively, therefrom are believed patentable over the prior 
art of record. 

Allowable Subject Matter 

Claims 5, 13, 20, 25, and 29 have been objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. Claim 5 has been amended to 

incorporate all of the limitations of independent claim 1 and intervening dependent claim 2 and 
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therefore is believed to be in condition for allowance. Claim 13 is similar albeit narrower than 
claim 5 and therefore has been canceled. The Applicants have rewritten dependent claims 20, 
25, and 29 in independent form including all of the limitations of the corresponding base claim 
and any intervening claims as new independent claims 41-43, respectively. These claims are 
believed to be in condition for allowance. 

SUMMARY 

In light of the above remarks, Applicants respectfully submit that the application 
is now in condition for allowance and early notice of the same is earnestly solicited. Should the 
Examiner have any questions, comments or suggestions in furtherance of the prosecution of this 
application, the Examiner is invited to contact the attorney of record by telephone, facsimile or 
electronic mail, as indicated below. 

From the attached fee calculation sheet, the Applicants believe that $1000.00 in 
fees are believed due in association with the filing of this Response. However, should the 
Commissioner deem that any additional fees are due, including any fees for any extensions of 
time, Applicant respectfully requests that the Commissioner accept this as a Petition therefore, 
and directs that any fees be debited from Halliburton Energy Services, Inc.'s Deposit Account 
No. 08-0300 (Reference No. HES 2003-IP-01 1313U1). 
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Respectfully submitted, 



Date: July 27, 2005 




Robert A. Kent 
Registration No. 28,626 
Halliburton Energy Services, Inc. 
2600 South Second Street 
P.O. Drawer 1431 
Duncan, OK 73536-0440 
Telephone: 580.251.3125 
Facsimile: 580.251.3917 
email: robert.kentl@halliburton.com 

ATTORNEY FOR APPLICANT 
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